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bearing on any decision by the Board in this appeal. 

g nf Claims 

ltmi » had been sublet to a final rejecfion in the action of October 30, 2003 and are 

involved in this appeal. 

aai m s 1 ,hrou g h3 ; S,9a n dHhavebeena«owed,ando I ai m s 1 9and 2 2throu g h M 

have been objected to for depending from rejected claims. 

, ~ , in is 16 and 21 have been cancelled. 
Claims 4 through 7, 10 through 13, 15, 16 and zi 

A Rfntus Of Amendments 

No amendments are pending. 

<s Summary Of Invention 
thepresentinventionrelatestoadecorativeballoonholderforsecnringoneormore 

as a birthday party, or are relatively expensive to manufacture. 

As acknowledged by apphcants in the specification (see, page 3, lines 4-10 m the 

sm all lead fishing weights or sand placed in thebottomofthegiftbaghadbeenusedw* 
d ecorative fissue paper placed loosely inside to cover the weigh, Such balloon holders 



balloons need to be held in place on a tabletop or the like. 

However.suchballoonholderssirnula.ingagiftbaga.etypieaUymadeindividual^ 

Bythepresentinvention.theapplioantsprovidedadeco.ativebaHoonhoid^a.tnay 

manner preserving .he decorative appea! of the balloon holder. 

Fig , of the application illustrates a party balloon .0 having a string 12 tied to 
handles 14 of a decorative 'gift bag 16 forming par, of a balloon holder 18 of the first 

on a tabletop 20 and has sufficient weight to counteract the buoyancy of one or more 
balloons 10. 

Assh owni„Fig.2of lh eapplication,acore22for m edofaninexpensivebutweighty 
materia.suchascompressedsandheldbyanadhesiv.orasand.cementandwatermixti.re, 

is formed into a shape corresponding to the interior of the gift bag. Decorative materia, ts 
material is formedfroma,en g th24ofdecorativesheetmateria,havingi,supperpor,io»28 
cut into a series of strips 30. 



The lower portion 32 of the decorative material is held around the periphery of the 
core 22 by orthogonal strips of tape 34 and 36. In this way, the decorative material is held 
to the core 22 around its generally rectangular periphery to conceal the inner core 22 from 
casual view by forming a decorative effect about the rectangular opening in the top of the gift 
bag 16 when the strips 30 are arranged to extend outwardly from the open gift bag 16. 

The core 22 is preferably adhered to the bottom 38 of the gift bag 38 by an adhesive, 
tape or the like to secure the assembly together, and the upper portions of the handles 14 are 
preferablysecuredtogetherbyadhesive,tape,fmelineorthelike.Byh^ 
material to the core 22, as well as by securing the upper portions of the handles together, the 
assembled balloon weight, will be held together during shipment, storage or handling. A 
decorative balloon holder simulating a gift bag is thus suitable to be shipped securely, and 
handled at retail while maintaining its attractiveness to the consumer. 

Fig. 3 illustrates a second embodiment of the present invention having a larger gift 
bag 40. As shown in Fig. 4, an inner liner 41 conforming generally to the shape of the 
interior of the gift bag 40 is fitted within the gift bag 40. The inner liner may be formed of 
cardstock and is folded into shape and secured by tape 41a. 

The core 42 of the second embodiment is preferably wrapped in protective paper 43 
secured by tape 44, and the core 42 is held to the interior of the lower portion 46 of the inner 
liner 4 1 by one or more strips of tape 48 engaging the bottom of the wrapped core 42 and the 
sides of the inner liner 41. The decorative material 50 formed in a mariner similar to the 
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decorative material 30 of the first embodiment is held to the interior of the upper periphery 

52 of the inner liner 41. 

By use of the inner liner 4 1 , a balloon weight formed of a larger size gift bag will have 
support to maintain its decorative shape and assemblage during handling and shipment. As 
in the first embodiment, the upper portions of the handles 14 may be secured together by 
adhesive, tape, fine line or the like to complete the assemblage. 

6. Issues 

A. Whether the Examiner properly followed the relevant law in rejecting the claim 
20 under 35 U.S.C. § 102 without considering express recitations in the claim. 

B. Whether the Examiner properly rejected claims 1 8 and 20 under 35 U.S.C. § 103 
by modifying the non-analogous art of the Valentino patent. 

C. Whether the Examiner properly rejected claims 1 8 and 20 under 3 5 U.S.C. § 1 03 
by modifying the Valentino patent with features from other references without any 
motivation from the references for the modification of Valentino. 

7. Grouping of Claims 
The rejection of claims 17, 18 and 20 do not stand or fall with the rejection of any 
single claim. The claims are rejected under differing application of the references. . 

<*?. Argument 

a Th« rp jpr.tmn of claim 1 7 through un derS 1 02 in view of the Valentino patent 
Claim 17 defines the core as part of a "means" clause, and the core is defined as a 



"weighty mass of dense material provided with sufficient weight for holding a plurality of 
buoyant party balloons in place... ." Further, the decorative material secured within the 
decorative bag in a position to conceal the core from casual view is defined as extending 
outwardly from the bag as the balloon holder is displayed for retail sale. This positioning of 
the decorative material for display at retail sale forms part of a "means" clause, and thus the 
claim includes an express limitation the that decorative material provides decorative appeal 
for the balloon holder at retail display. 

Valentino describes an insert for a decorative gift bag comprised of a platform 16 
carrying a plurality of lengths 18 of tissue paper fan-folded to provide individual segments 
lying atop one another. See, col. 2, lines 42-48.' The platform of the Valentino patent is 
described as similar to the cardboard backings often inserted in the bottoms of gift bags, and 
certainly is not described as a weighty mass of dense material, and certainly is not 
"provided," i.e., designed or engineered, to have sufficient weight to hold a plurality of party 
balloons, nor is the cardboard platform of the Valentino patent described as having sufficient 
weight to hold a plurality of party balloons. 

The Examiner held terms such as "dense" or the weight of buoyant balloons are 
relative, and suggested air could be considered a dense mass or a cardboard core may be 
weighty enough to hold one or two balloons. The Examiner also stated a "cardboard may 
be weighty enough to hold one or two large balloons or several smaller balloons, depending 
on the size and density of the cardboard and the size and density of the gas which inflates the 



balloon." 

However, elaim 20 requires "party balloons" and the Valentino reference refers to 
cardboard backings of the type inserted into gift bags. Note just any size cardboard and 
balloons are described in the reference or recited in the claim. Moreover, as noted in 
M.P.E.P. 2111.01, "means" clauses in a claim should be interpreted as ascribed in the 
specification, and assuredly the specification precludes a weighty mass of dense material 
provided with sufficient weight for holding a plurality of buoyant parry balloons in place 
would no. include a cardboard insert. Party baUoons are a well understood commodity and 
nothingintheValennnopatentsugg^ 

into the bottom of a gift bag will hold down a plurality of party balloons. 

Further, the Valentino patent does not describe any decorative material secured 
within the decorative bag in a position to conceal the platform from casual view and that 
extends outwardly from the bag as the balloon holder is displayed for retail sale to provide 
decorative appeal for the balloon holder at retail display. 

The decorative material of the Valentino patent extends outwardly fromthe bag after 
a retail sale has been made to conceal the purchase within the bag. See col. 2, lines 62-65 
explaining the decorative material is pulled from the bag to enhance the packaging of a gift 

purchased to be to be inserted in the bag. 

The Examiner has held the above recitation to be one of intended use, and inherent 
from the d.sc.osures of Valentino. However, Figs. 3 and 4 of the Valentino patent do not 



iHustrate the decorative material concealing the core from casual view, and Figs. 5-9 surely 
mustrate the positioning of the decorative material after a retail sale has been made of a 
product to be placed in the bag. There is nothing inherent in the description of Valentino 
of a decorative materia, being used to conceal a core of weighty materia, within me bag 
while the bag is displayed for retail sale. When the bag is displayed prior to retail sa.e, the 
decorative material is fan-folded in place on the platform; no. positioned to conceal it. 

The Examiner may not ignore these recitations of the claim in applying Valentino 

under § 102 . 

p i y ,pi f .ctio " "f -l™™ 1 8 and ?0 under § 103, 
Claim 18 has been rejected under tie Valentino patent in view of the Mahoney 
teaching securing a card board insert to a the bottom ofa gift bag, and claim 20bytheMe te 
patent. As noted in M.P.E.P. 5 2141.01(a), a reference applied under § 103 must be from 
an analogous art. In order to rely on a reference as a basis for rejection under J 103, the 
reference must either be in the field of applicant, endeavor or, if no,, then be reasonably 
P e rt inen.to«he P ar«icu.arprob.emwimwhich m einventorwasconcer„ed./« re O^,24 

U.S.P.Q.2d 1443, 1445 (Fed. Cir. 1992). See also In re DeninsU, 230 U.S.P.O. 313 (Fed. 
Ci, .986); In re Clay, 23 U.S.P.Q.2d 1058,1060-61 (Fed. Ci, .992) ("A reference is 

endeavor, it is one which, because of the matter with which it deals, logically would have 
commended itself to an inventor's attention in considering his problem."); and Wan, 



Laboratories Inc. V. Toshiba Corp., 26 U.S.P.Q.2d 1767 (Fed. Cir. 1993). 

„ is submitted that the Examiner may no. properly reject claims to a decorative 
balloon holder under § 103 in view of the Valentino patent describing a gift bag designed to 
ho.d purchases made in a store. The rejections of claim 18 and 20 are based on a 
modification of non-analogous art and are, therefore, improper. 

Valentino, or course, does not teach ho.ding any party balloons, and one would have 
nomotivationtosubstimteatrapezoida. weigh. asabaUoonholder for the cardboard insert 
holding .he fan-folded lengths 18 of paper of Valentino, as recited in claim 20. 

The Examiner has no. suggested any motivation or suggestion/™ the references .0 
substitute a trapezoidal weight as a balloon holder for .he cardboard inser. of Valentino. 

The Examiner has s<ated a motivation to change the shape of the core "is found in 
adding more weigh, to .he core in order to hold the decorative bag in the desired location 

while subjecting it to an outside force." 

Such "motivation" comes form .he Examiner's desire to pick and chose isolated 

TheE X aminerisreconstructingclaim20fromi S olatedele m en,sof*epriorartwim.heonly 
t eachi„gtodosobeinga P p.ican,'sdisc.osure.Suchhmdsi g h.reconstructionof.hec.aimed 

invention is improper. The rejection of daim 1 and me Cairns depending therefrom is 
improper under the guidelines of M.P.E.P §2143.01 . 

The Examiner most apply teachings from the references to substitute a trapezoidal 



weigh, as a balloon holder for *he cardboard insert of the Valentino patent. Combining 
events of the art to produce the claimed invention is proper only where there is some 

(Fed. Cir. 1988). 

The Examiner has relied on impermissible hindsight in making the rejection based 
up „„ obviousness. "Itis impermissible to engage ,n hindsight reconstruction of the Caimed 
invention, using the applicant, suture as a template and selecting elements from 

Cir. 1992). 

TheExaminerhascombinedisolatedfeaturesfromthereferencestoreconstructwha, 
neinterpretsasappli^^ 

applicant, own disclosure or claim language. Such actions by .he Examiner violate .he 
strictures of /«^™ 

from me prior art by using applicant's disclosure as a guide. 

The law is clear that the mere fact that the references can be combined to meet the 

thepriorartalsosuggeststhedesirabilityofthecombination. 916 Md 680, 16 

U.S.P.Q.2d 1430 (Fed. Cir 1990). The fact .he aspects of me invention may be individually 
known in the art does no, make their combination obvious under the Statute without some 



reason from the art for the combination of elements proposed by the Examiner. Ex parte 
Levengood, 28 U.S.P.Q.2d 1300 (PTO Bd. Pat. App. & Inter. 1993). It is also improper to 
rely upon the level of skill in the art to provide the suggestion to combine features of 
different references.^* Corp. v. VSIIntl.Inc, 174F.3d 1308, 50U.S.P.Q.2d 1161 (Fed. 
Cir. 1999). 

Applicant has provided a device which solves the problem of providing a 
commercially viable decorative balloon holder that may simulate a gift bag and yet can be 
manufactured, stored, shipped and displayed at retail in a manner preserving the decorative 
appeal of the balloon holder. Although the solution of applicant's invention may appear 
simple in hindsight, such simplicity is no basis for rejection. In re Horn, Horn, Horn and 
Horn, 203 U.S.P.Q. 969 (CCPA 1 979) and cases cited at page 97 1 . 

It is also respectfully submitted thatthe Examiner is required to consider the invention 

"as a whole" in evaluating patentability under 35 U.S.C. § 103. Hodosh v. Block Drug Co. 

Inc.,7S6 F.2d 1136, 1 143 n.5 , 229 U.S.P.Q. 182, 187, n.5 (Fed. Cir.1986). As noted in In 

re Sponnobile, 405 F.2d 578, 585, 160 U.S.P.Q. 237 (CCPA 1969): 

A patentable invention, within the ambit of 35 U.S.C. § 103, 
may result even if the inventor has, in effect, merely combined 
features, old in the art, for their known purpose, without 
producing anything beyond the results inherent in their use. 
Although we believe that appellant, here, has actually done more 
than this in making his combination, we also believe that a more 
proper, albeit not exclusive, inquiry in a case such as this is to 



look further as to the reasons for making the combination. 

It should not be necessary for this court to point out that 
a patentable invention may lie in the discovery of the source of 
• a problem even though the remedy may be obvious once the 
source of the problem is identified. This is part of the 'subject 
matter as a whole' which should always be considered in 
determining the obviousness ofan invention under 35 U.S.C. § 

103. In re Antonson, 272 F.2d 948, 47 CCPA 740; In re 
Linnert, 309 F.2d 498, 50 CCPA 753. The court must be ever 
alert not to read obviousness into an invention on the basis of 
the applicant's own statements; that is, we must view the prior 
art without reading into that art appellant's teachings. In re 
Murray, 268 F.2d 226, 46 CCPA 905; In re Sporck, 301 F.2d 
686, 49 CCPA 1039. The issue, then, is whether the teachings 
of the prior art would, in and of themselves and without the 
benefits of appellant's disclosure, make the invention as a whole, 
obvious. InreLeonor,395F.2d801,55CCPA1198.405F.2d 

at 832-33. (Emphasis added). 
TheExaminerstatedamotivationtoohangetheshapeofftecora-isfoundinadding 

m ore weigh, to the core in order to hold the decorative bag in the desired location while 
subjecting it to an outside force," but did not find any such motivation from the references. 

The Examiner has not suggested any motivation or suggestion/mm the references to 
substitute a core of trapezoidal shape for the cardboard platform of the Valentino patent. 

What teachings are found in the references for taking the flat cardboard platform of 
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the Valentino patent and substitute a core of trapezoidal shape? 



It is, therefore, request the Board reverse 



the rejections made by the Examiner. 



Respectfully sj 



Gerard F. Dunne, Reg. No. 27,286 
Attorney for Applicant 
156 Fifth Avenue 
Suite 1223 

New York, N.Y. 10010 
(212) 645-2410 

Service as first class mail m v ^313-1450onMarch30,2004. 
CommissionerForPatents,P.O.Box M^Atexmon , 



March 30, 2004 



Gerard F. Dunne 
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APPENDIX-CLAIMS ON APPEAL 



The claims on appeal are: 

1 7. A balloon holder, comprising a decorative bag, means including a core formed of 
a weighty mass of dense material provided with sufficient weight for holding a plurality of 
buoyant party balloons in place, said core being positioned within said decorative bag, and 
means including decorative material secured within said bag in a position to conceal said 
core from casual view and extending outwardly from said bag as the balloon holder is 
displayed for retail sale- for providing decorative appeal for the balloon holder at retail 
display. 

18. A balloon holder as set forth in claim 17, said core being secured to the interior 

of said decorative bag. 

20. A balloon holder, comprising a decorative bag, a core formed of a weighty 
material adapted to hold one or more buoyant balloons in place and secured to the interior 
of said decorative bag, said decorative bag concealing said core from casual view, said core 
having sidewalls generally trapezoidal in shape to taper towards the upper portion of said 
decorative bag. 
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